United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/782,902 



FILING DATE 



02/23/2004 



FIRST X_AMED IXA'EXTQR 



Max Stanford Tomlinson JR. 



5514 7590 12/15/2008 

HTZPATRICK CELLA HARPER & SCINTO 
30 ROCKEFELLER PLAZA 
NEW YORK, NY 101 12 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



03191.000100. 



COB ANOGLU, DILEK B 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/782,902 


Applicant(s) 

TOMLINSON ET AL. 


Examiner 

DILEK B. COBANOGLU 


Art Unit 

3626 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 11 September 2008 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-7. 9-12 and 14-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 1-7.9-12 and 14-16 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftspereon's Patent Drawing Review (PTO-948) Paper No(s)/IVIail Date. 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26'(Rev^'o8-0^^ 



Office Action Summary 



Part of Paper No./Mail Date 20081208 



Application/Control Number: 10/782,902 Page 2 

Art Unit: 3626 

DETAILED ACTION 
Notice to Applicant 

1 . This communication is in response to tine amendment filed on 9/1 1/2008. Claim 8 
has been canceled. Claims 1-7, 9-12 and 14-16 remain pending in this application. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-7, 9-12, and 15-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jamroga et al. (hereinafter Jamroga) (U.S. Patent No. 6,574,742 B1) 
in viewof Satoh (U.S. Patent Publication No. 2002/0059236 Al). 

A. Claim 1 has been amended now to recite a business method by which a 
payer and an individual other than the payer are authorized for access to digital 
medical image data generated by up to a plurality of imaging facilities, the 
business method comprising the steps of: 

i. receiving digital medical image data generated by the imaging 
facilities using a gateway at each imaging facility (Jamroga; col. 7, lines 
10-17, col. 8, lines 44-67, col. 10, line 53 to col. 11, line 52, figures 1-2, 5); 
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ii. transmitting the received digital medical image data from the 
gateway to a central server via a network and storing the digital medical 
image data at the central server (Jamroga; col. 10, lines 21-52, col. 16, 
line 58 to col. 17, line 30, figures 1-2, 4-7); 

ill. receiving an upload of radiology report on one of the stored digital 
medical image data (Jamroga; col. 6, line 64 to col. 7, line 17, col. 8, lines 
44-67, col. 12, line 66 to col. 13, line 12): 

iv. linking the uploaded radiology report to a matching stored digital 
medical image data, so as to form a study comprised of stored digital 
medical image data and an associated radiology report (Jamroga; col. 12, 
line 66 to col. 13, line 12), 

v. receiving demographic data associated with the study, including 
information on the associated facilities, physicians and payers (Jamroga: 
col. 12, line 66 to col. 13, Iine21)i_ 

vi. providing the payer with access to the study and associated 
demographic data via an authorization process on the network for a fee 
(Jamroga; col. 6, line 64 to col. 7, line 44, col. 8, lines 44-67, col. 9, lines 
22-33, col. 12, lines 29-65, col. 13, lines 12-20, col. 12, line 66 to col. 13, 
line 21); 

vii. forwarding access to the study and associated demographic data to 
an individual other than the payer, wherein access is forwarded to the 
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other individual by the payer and the other individual is thereafter provided 
with access to the studv and associated demographic data via the 
authorization process on the networl<; and 
viii. notifying the other individual that access to the studv and 
associated demographic data has been forwarded to him, together with 
information on how to access the studv and associated demographic data . 
• Jamroga fails to expressly teach the payer forwarding access to an 
individual other than the payer (or the granter) wherein access is 
forwarded to the other individual by the payer (or the granter) and 
the other individual is thereafter provided with access to the stored 
data via the authorization process on the network and notifying the 
other individual that access has been forwarded to him, together 
with information on how to access it. However, this feature is well 
known in the art, as evidenced by Satoh. 

In particular, Satoh discloses teach the payer forwarding access to 
an individual other than the payer (or the granter) wherein access is 
forwarded to the other individual by the payer (or the granter) and 
the other individual is thereafter provided with access to the stored 
data via the authorization process on the network and notifying the 
other individual that access has been forwarded to him, together 
with information on how to access it (Satoh; paragraphs: 0010- 
0011, 0025-0029, figure 2). 
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It would have been obvious to one having ordinary skill in the art at 
the time of the invention to include the aforementioned limitation as 
disclosed by Satoh with the motivation of controlling access rights 
concisely in an environment wherein a number of users on the 
network use data in common (Satoh; paragraph: 0009). 
Jamroga fails to expressly disclose receiving a report generated by 
the imaging facilities and stored at the central server. Wood 
discloses the steps of: receiving a report corresponding to digital 
medical Image data generated by the imaging facilities (Fig. 1 , #22, 
col. 2 line 60 to col. 3 line 42); and storing the report at the central 
server (Fig. 1, #24b, col. 2 line 60 to col. 3 line 42). 
At the time the invention was made, it would have been obvious to 
one of ordinary skill in the art to include the features of Wood within 
the method of Jamroga with the motivation of enabling diagnostic 
information and reports to be accessed from remote locations 
(Wood; col. 1, lines 43-57). 

B. As per claim 2, Jamroga discloses wherein the digital medical image data 
is transmitted from the gateway (proxy server, 32) to the central server using an 
authenticated session over a secure protocol (Fig. 2-6, 1 1 , col. 12 line 29 to col. 
13 line 12). 

C. As per claim 3, Jamroga discloses wherein the network is the Internet 
(Figure 2). 
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D. As per claim 4, Jamroga discloses wlierein tlie central server (#1 2) is 
remote from both the imaging facilities (#14,. first participant institution) and the 
payer (#14, second participant institution) (Fig. 1, col. 6 line 64 to col. 7 line 45). 

E. As per claim 5, Jamroga discloses the step of determining if the digital 
medical image data received by the gateway is associated with the payer (Fig. 3- 
4, col. 9 line 47 to col. 10 line 52), wherein only digital medical image data 
determined to be associated with the payer is transmitted to the central server 
and stored (Fig. 3-4, .col. 9 line 47 to col. 10 line 52. col. 12 line 66 to col. 13 line 
20). 

F. As per claim 6, Jamroga discloses wherein the digital medical image data 
is received by the gateway using a DICOM protocol (Fig. 1 1 , col. 10, line 53 to 
col. 11, line 10, col. 15 line 5 to col. 61 line 51). 

G. As per claim 7, Jamroga discloses wherein the digital medical image data 
is transmitted to the central server and stored in the same format as it was 
received by the gateway (Figure 4, col. 7 line 56 to col. 8 line 23). 

H. As per claim 9, Jamroga discloses a business method according to claim 

I . wherein the report is encrypted and transmitted to the central server via the 
network using an authenticated and secure communication session (Fig. 2-6, 11, 
col. 12, line 29 to col. 13, line 21). 

I. As per claim 10, Jamroga discloses a business method according to Claim 1, 
further comprising the step of providing an interface for the payer to forward 
access for the study and associated demographic data to the other individual. 
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The obviousness of modifying tlie teacliing of Jamroga to include tlie 
payer forwarding access to an individual other than the payer (as taught 
by Satoh) is as addressed above in the rejection of claim 1 and 
incorporated herein. 

J. As per claim 1 1 , Jamroga discloses a business method according to Claim 
1, further comprising the step of recording access to the study and associated 
demographic data , wherein access records are provided to the payer via the 
network for studies associated with the payer (col. 12 line 29 to col. 13 line 20, 
col. 14 line 55 to col. 15 line 4). 

K. As per claim 1 2, Jamroga does not expressly disclose where access to 
the stored digital medical image data and corresponding reports is provided 
using a web-based viewer (Jamroga; col. 5, lines 17-20). 
L. As per claim 15, Jamroga discloses a business method according to claim 
1 , wherein there are limitations on the power of the payer to forward access to 
other individuals. 

The obviousness of modifying the teaching of Jamroga to include the 
payer forwarding access to an individual other than the payer (as taught 
by Satoh) is as addressed above in the rejection of claim 1 and 

incorporated herein. 

M. As per new claim 16, Jamroga discloses a business method according to 
claim 1. 
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• Jamroga fails to expressly teach notifying the other individual by e- 
mail that access has been forwarded to him. However, this feature 
is well known in the art, as evidenced by Satoh. 

In particular, Satoh discloses teach notifying the other individual by 
e-mail that access has been forwarded to him (Satoh; paragraphs: 
0010-001 1 , 0025-0029, figure 2). 

It would have been obvious to one having ordinary skill in the art at 
the time of the invention to include the aforementioned limitation as 
disclosed by Satoh with the motivation of controlling access rights 
concisely In an environment wherein a number of users on the 
network use data in common (Satoh; paragraph: 0009). 
5. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jamroga 
et al. (hereinafter Jamroga) (U.S. Patent No. 6,574,742 B1), Satoh (U.S. Patent 
Publication No. 2002/0059236 A1 ) and further in view of Peled et al. (hereinafter Peled) 
(U.S. Patent Publication No. 2005/0066165 Al). 

A. As per claim 14, Jamroga discloses a business method according to Claim 
1. 

• Jamroga fails to expressly teach the other individual is granted 
access for a limited time. However, this feature is well known in the 
art, as evidenced by Peled. 

In particular, Peled discloses the other individual is granted access 
for a limited time (Peled; paragraphs: 0123, 0351). 
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It would have been obvious to one having ordinary skill in the art at 
the time of the invention to include the aforementioned limitation as 
disclosed by Peled with the motivation of protecting confidential 
information (Peled; abstract and paragraph: 0123). 



Response to Arguments 

6. Applicant's arguments filed 9/1 1/2008 have been fully considered but they are 
not persuasive. Applicant's arguments will be addressed below in the order in which 
they appear. 

A. In response to Applicant's argument about Wood does not teach "linking 
an uploaded radiology report to a matching stored digital medical image data so 
as to form a study" and "demographic data associated with such study including 
information on the associated facilities, physicians and payers, or forwarding 
access to the study and the associated demographic information to an individual 
other than the payer"; Examiner respectfully submits that Jamroga teaches "Yet 
another object of the invention is to provide a communication device and method 
of the above character permitting the tracking and reporting of participant 
transactions." In col. 5, lines 28-31 and "The warehouse server also preferably 
compiles and transmits accounting information on the data and images stored to 
the system for billing purposes. This information is automatically transmitted to 
the account information database 72 for account reconciliation and participant 
institution 14 invoicing purposes. Monthly invoices detailing the number of 



Application/Control Number: 10/782,902 Page 10 

Art Unit: 3626 

studies stored to the device and method 10 are complied form this information 
and transmitted to the participant institution for payment." In col. 13, lines 13-21 . 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

8. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DILEK B. COBANOGLU whose telephone number is 
(571)272-8295. The examiner can normally be reached on 8-4:30. 

1 0. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher L. Gilligan can be reached on 571-272-6770. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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1 1 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 3626 
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/C Luke Gilligan/ 

Supervisory Patent Examiner, Art Unit 3626 



